
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address; COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCICET NO. COhfFIRMATION NO. 



10/677,895 



10/02/2003 



7590 



11/16/2005 



Patrick G. Bums, Esq. 
GREER, BURNS & GRAIN, LTD. 
Suite 2500 

300 South Wacker Dr. 
Chicago, IL 60606 



Masaki Kameyama 



3531.68507 



9667 



EXAMINER 



DAVIS. DAVID DONALD 



ART UNIT 



PAPER NUMBER 



2652 

DATE MAILED: 11/16/2005 



Please find belov^ and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



1 


Application No. 

/ 

10/677,895 


Applicant(s) 
KAMEYAMA; MASAK^- 


Examiner 

David D. Davis 


Art Unit 

2652 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. N 

- Extensions of time nnay be available under the provisions of 37 CFR 1 .136(a). ^Jn no event however, may a reply be timely filed ' 
afler SIX (6) MONTHS from the mailing date of this communication. ' ' • 

• • If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days v^ll be considered timely. 7^ 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply v^ll, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 19 September 2005 , 
2a)\3 This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 
. .. closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. ^ 

Disposition of Claims 

4) 13 Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) 7 and 8 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. ^ 

6) 1^ Claimfe) 1-6 and 9-14 is/are rejected: 3> . V . . v. . 
Pew790v.Claim(s) is/are objected to. . ^ " 

jB)D Claim(s) .aresubjectto restriction' and/or election requirement. ' ^ 

Application Papers 

9)n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the dra^ng(s) be held in abeyance. See 37 CFR 1 .85(a)^ 
^ vcA Jti Replacement drawing sheet(s) including the connection is required if the drawing(s) is objected to. See .37 CFR 1.121(d). 
- 1 The oath or declaration Is objejCAed.tp,,by4h^e, Exarn Note the attached Office Action or form PTO-752. 

Priority under 35 U.S.C. § 1 1 9 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)n None of: 

1 .□ Certified copies of the priority documents h^ve been received. 

.,;{ 2.n Certified copies of the priority docurpents have been received in Application No. ' 

♦7 iS-D Copies of the . certified.c?0Ri^§y qf4he, priority, documen have been received in this National Stage 
rrr-' applicafion from the Intemational Bureau (PCT Rule 17.2(a)y. 

* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 

2) O Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) Iriformation Disclosure Statement(s) (PTO-l449'or *pf O/SB/08) ; - 
^ Paper No(s)/Mail Date. ' ' * ' ''^ ' 
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4) n Inten/iew Summary (PTO-413) i' 

Paper No(s)/Mall Date. _. ^ 

5) □ Notice of Informal Patent Application (PTO-IS^' 

6) nother: .LJ . : ' - 
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DETAILED ACTION ' 

Election/Restrictions 

1 . Claims 7 and 8 are withdrawn from further consideration pursuant to 37 CFR 1 . 142(b) as 
being drawn to a nonelected invention, there being no allowable generic or Unking claim 
Election was made without traverse in the reply filed on 12/02/2004. 



2. Applicant's election of claims 1-6 and 9-14 in the reply filed on 12/02/2004 is 
acknowledged. Because applicant did not distinctly and specifically point out the supposed 
errors in the restriction requirenienF, the election has been treated as an election without traverse ' 



(MPEP § 818.03(a)). 



uection^'35 



Claim Rejection^' 35 use §103 

3. The following is a qiiotation of '35 U S.C! i 03(a) which forms the basis for ail ' ' "^--l^-^ ''^ 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between t^e subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have t^een obvious at the time the invention was made to a person . 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
. ntiannerinwhich the invention was made. /-.v.^*-- . . . ' 

4. Claims 1-6 and 9-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over . 
Furuishi (JP 2000-306226) in view of Higashiya et al (IP 06-012807). Furushi et al shows in 
figure 2 a head sUder 21 having an air inlet end ^d an air outlet end. Slider 21 includes a front 
rail 29 disposed on a disk-facing surface adjacent .to the air inlet end and having a flat air bearifig 
surface for generating a floating force when the disk rotates. Figure 2 also shows a pair of rear 
rails 36 & 37 disposed on the disk-facing surface adjacent to the air outlet end and each having 
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respective flat air bearing surfaces for generating a floating force when the disk rotates. Figure 2 
additionally shows a groove 22 defined downstream of the front rail 29 for expanding air once 
con:q)ressed by the front rail 29 to develop a negdtive pressure. Further shown in. figure 2 is a 
pluraUty of pads 33 disposed on the front rail 29 and at least one pad 49 of said pair of rear rails 
36 & 37. 

Furuishi is silent, however, as to the head slider having a cavity on the air outlet end near 

N 

the electromagnetic transducer 35 between the transducer and a rearmost portion of the head 
sUder. 

Higashiya et al shows in 1 the head slider 10 having a cavity 1 on the air outlet end near 
the electromagnetic transducer. Higashiya et al shows in figure 1 the cavity 1, which has a 
curved surface. Higashiya et al discloses that the depth of the cavity is between 10 - 50 jim,* i.e. 
the depth of the cavity flows from approximation'r^ by:' z=f(x) • g(y) whdrd z ' 

represents the depth of the cavity 1, x represents the position thereof in the longitudinal direction 

of the head slider 10, and y represents the position thereof in the transverse direction of the head 

\ 

shder 10. Higashiya et al discloses that the depth of the cavity is between 10-50 ^m, i.e. the 
cavity 1 is approximated by a cun^e^^ winch is representee! Hy an equation winch is ^ ^ " 
similar to the equation except that at least one of f(x) and g(y) is replaced with a sine fimction. 

Higashiya et al shows in figure 1 a portion of the head sUder 10 that project from a disk- 
facing surface when a predeterinined voltage is appUed to the electromagnetic transducer. As the 
claims are directed to a head slider, per se, the nieihod limitations appearing in line 2 of claim 4 
has only been accorded weight to the extent that it affects the structure of the con[q)leted head 
shder. Note that "[djetermination of patentability in *product-by-process' claims is based on 



^ 
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product itself, even though such claims are limi^d and defined by process [i.e., "removing a 
portion of the head slider"], and thus product in such claim is unpatentable if it is the same as, or 
obvious form, product of prior art, even if prior product was made by a different process", In re 
Thorpe, et al, 221 USPQ 964 (CAFC 1985). Furthermore, note that a "[p]roduct-by-process 
claim, although reciting subject matter of claim ^n terms of how it is made [Le., "removing a 
portion of the head slider"] is still product claim; it is patentabUity of product claimed and not ^ 
recited process steps that must be established, in spite of fact that claim may recite only process 
limitations", In re Hirao and Sato, 190 USPQ 685 (CCPA 1976). 

It would have been obvious to a person leaving ordinary skill in the art at the time the 

. I . ■ . ■ • ^ ' ^" . 

invention was made to provide the slider of Koishi with a cavity as taught by Teruyoshi et al. ^ 

The rationale is as follows: one of ordinary skill in the art at the time the invention was made 

would have been motivated to provide a sUder with a cavity so as to catch "dust entering 

between a magnetic head slider and magnetic di^k". See the Abstract of Teruyoshi. 

• •• •: •- :• ' • • • •■ 

Response to Arguments 

5. Applicant's arguments with respect to the claims have been considered but are moot in 

view of the new ground(s) of rejection. With respect to traversal of the restriction requirement, 

appUcant did not provide appropnate showings or evidence, as required by the MPEP, by way ^f 

a simple direct denial that the examination of the claims would not place an undue burden on the 

Examiner. Applicant merely provided a conclusory statement that the "claims share several 

features, and a search for one groujp would prol^ably overlap or encon^ass a search for the other 

group." Enphasis added Whrai^^or not claims share several features, which applicant failedj^tp 



\ 
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provide an appropriate showing, of evidence of that assertion, is not a demonstration of a serioup 
burden being lacking. Also, features are not specific claim limitations that require consideration 
and search. 

Conclusion < ; y . 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David D. Davis whose telephone number is 571-272-7572. The 
examiner can normally be reached on Monday tl^ Friday between 7:30-4:00. 
\^ .Vpi If attempts to reach. the jexaminer by telg)hone are unsuccessful, the e^ ; l^-'^'k^-- 

supervisor, A. L. Wellington can be reached on 571-272-4483. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an ai^lication may be obtained from the Patent 
; . , . , - Application Information Retrieval (PAIR) system Status information for published apphcations 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
. . system, contact the Electronic Business Center .(EBQ at 866-217-9197 (toll-free). ' , . .^-r 



David D. Davis 
Primary Exaihitfer 
Art Unit 2652 
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